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Dear Mr. Harts,

Thank you for your kindness as always.

I'm sorry to send you an email suddenly, I have a
business trip to Minnesota next month and would
like to visit your office if you are fine.

I understand that you are busy but, is this OK?
Thank you very much in advance.

Best regards,

Naomi Yamaguchi
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Dear Mr. Harts,
I’d like to visit you to discuss how to respond to the
OA on 12/123,456 when I have a business trip to
Minnesota Feb. 10th to 15th. In the meantime, please
let me know your availability from the following dates
and times by the end of this week :
1-5pm, February 12, or
10-12am, February 14.
Looking forward to hearing from you soon.
Best regards,
Naomi Yamaguchi
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How to respond to the
outstanding OA on US12/123,456

Feb. 12, 2019
Naomi Yamaguchi
IP Dept., XYZC Corporation
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Agenda

Office Action

Invention and prior art

Draft amendment claims and comments
Summary

el A

4. Summary

»The OA includes lack of unovbiousness based on Hino
»The prior art is silent about the fifth element

» Unexpected results due to the element is confirmed in the
examples

»Amendment claims reciting the fifth element with a remark
asserting the unexpected result will enable us to overcome
the OA
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CHEA : 1., 2 &¥ERL%A7%55) Good afternoon, Mr. Harts,
thank you for your time. My name is Naomi Yamaguchi from the
IP department of XYZ Corporation. Today, I'd like to discuss
“How to respond to the outstanding OA on US12/123,456.”

(7 ¥ = v #\) Firstly, I'll talk about the outstanding
office action, second, comparison between our invention and
the prior art, and third, draft amendment claims and our
comments on the office action. Then, finally I'll summarize
the key points so that you'll be able to prepare a response.
If you have any questions, please feel free to ask me anytime.
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(F&® X3 EPRLAAS) Let me summarize what
we have discussed today. We talked about the office action
on ‘456, that includes lack of obviousness from Hino,
however Hino was silent about the fifth element. We have
confirmed unexpected results due to the element in the
examples. So, I believe the amendment claims reciting the
fifth element with a remark asserting the unexpected results
will enable us to overcome the rejection. Please prepare a
response based on this discussion. Thank you. Now, if you
have any questions, I'd be happy to answer them.
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